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REMARKS 

Claims 1-10 are presented for examination. Claims 2 through 9 are found 
allowable subject to being rewritten in independent form. 

Claims 1 and 10 have been rejected under 35 U.S.C. § 102(e) as being anticipated 
by Adkins. This rejection is respectfully traversed for the following reasons. 

Anticipation, under 35 U.S.C. § 102, requires that each element of a claim in issue 
be found, either expressly described or under principles of inherency, in a single prior art 
reference. Kalman v. Kimberly-Clark Corp., 713 F.2d 760, 218 USPQ 781 (Fed. Cir. 
1983); Richardson v. Suzuki Motor Co., 868 F.2d 1226, 9 USPQ2d 1920 (Fed. Cir. 
1989) cert, denied, 110 S.Ct. 154 (1989). The term "anticipation," in the sense of 35 
U.S.C. 102, has acquired the accepted definition meaning "the disclosure in the prior art 
of a thing substantially identical with the claimed invention." In re Schaumann, 572 
F.2d 312, 197 USPQ 5 (CCPA 1978). 

However, as demonstrated below, the reference does not disclose the elements 
recited in claim 1 . In particular, claim 1 recites a semiconductor device having a test 
mode and a normal mode as operation modes, and comprising a test mode control circuit 
that includes: 

- a first comparing circuit for comparing a reference potential with a test mode 
setting potential supplied from the outside; 

- a test setting control unit for generating a test mode entry signal in accordance 
with an output of the first comparing circuit when the reference potential is lower than a 
predetermined potential, and generating the test mode entry signal irrespective of an 
output of the first comparing circuit when the reference potential is at least the 
predetermined potential; and 
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- a test mode signal outputting circuit for outputting a test mode signal indicative 
of activation of a predetermined test operation in accordance with an output of the test 
setting control unit. 

Considering the reference, Atkins discloses receiving an input voltage (step 51 in 
FIG. 3), and comparing the input voltage with a first predetermined high-voltage level 
(step 52). If the input voltage is below the first predetermined high-voltage level, the 
circuit remains in a normal mode (step 53). If the input voltage reaches the first 
predetermined high-voltage level, the circuit enters a test mode (step 54). 

The Examiner considers: 

- the input voltage to correspond to the claimed test mode setting potential, and 

- the first predetermined high- voltage level to correspond to the claimed reference 
potential. 

However, Adkins does not disclose generating a test mode entry signal in 
accordance with an output of the first comparing circuit when the reference potential is 
lower than a predetermined potential. 

The Examiner considers the step 53 to correspond to the claimed generating a test 
mode entry signal in accordance with an output of the first comparing circuit when the 
reference potential is lower than a predetermined potential. However, step 53 suggests 
remaining in normal operation when the input voltage is below the first predetermined 
high-voltage level. Hence, step 53 does not disclose generating a test mode entry signal 
in accordance with an output of the comparing circuit. 

Also, the reference does not suggest comparing the first predetermined high- 
voltage level with another predetermined potential. Hence, it does not suggest comparing 
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a reference potential with a test mode setting potential, and comparing this reference 
potential with a predetermined potential, as claim 1 requires. 

Further, Adkins does not disclose generating the test mode entry signal 
irrespective of an output of the first comparing circuit when the reference potential is at 
least the predetermined potential. Instead, step 54 of the reference suggests that the 
circuit enters the test mode when the input voltage reaches the first predetermined high- 
voltage level, i.e., in accordance with the output of the comparing circuit. 

Accordingly, Adkins does not expressly discloses the claimed test setting control 
unit for generating a test mode entry signal in accordance with an output of the first 
comparing circuit when the reference potential is lower than a predetermined potential, 
and generating the test mode entry signal irrespective of an output of the first comparing 
circuit when the reference potential is at least the predetermined potential. 

In the event the Examiner relied upon inherency without expressly indicating such 
reliance, the Examiner should be aware that inherency requires certainty , not speculation. 
In re Rijckaert, 9 F.3rd 1531, 28 USPQ2d 1955 (Fed. Cir. 1993); In re King, 801 F.2d 
1324, 231 USPQ 136 (Fed. Cir. 1986); W. L. Gore & Associates, Inc. v. Garlock, Inc., 
721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983); In re Oelrich, 666 F.2d 578, 212 USPQ 
323 (CCPA 1981); In re Wilding, 535 F.2d 631, 190 USPQ 59 (CCPA 1976). To 
establish inherency, the extrinsic evidence must make clear that the missing descriptive 
matter is necessarily present in the thing described in the reference, and that it would be 
so recognized by persons of ordinary skill. Inherency, however, may not be established 
by probability or possibilities. In re Robertson, 169 F.3d 743, 49 USPQ2d 1949, 1950- 
51 (Fed. Cir. 1999). The Examiner provided no factual basis upon which to conclude that 
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the process in FIG. 3 of Adkins necessarily includes generating a test mode entry signal 
in accordance with an output of the first comparing circuit when the reference potential is 
lower than a predetermined potential, and generating the test mode entry signal 
irrespective of an output of the first comparing circuit when the reference potential is at 
least the predetermined potential. 

Moreover, one skilled in the art would understand that the process in FIG. 3 of 
Adkins cannot operate in the manner required by claim 1 . In particular, according to the 
reference, the received input voltage (step 51 in FIG. 3) is compared with a first 
predetermined high-voltage level (step 52). If the input voltage is below the first 
predetermined high-voltage level, the circuit remains in a normal mode (step 53). If the 
input voltage reaches the first predetermined high- voltage level, the circuit enters a test 
mode (step 54). 

Hence, the Adkins arrangement cannot compare a reference potential with a test 
mode setting potential, and compare the same reference potential with another 
predetermined potential, to generate the test mode entry signal irrespective of an output 
of the first comparing circuit when the reference potential is at least the predetermined 
potential. 

Moreover, Adkins provides no reason to conclude that a test mode entry signal is 
generated in accordance with an output of the first comparing circuit when the reference 
potential is lower than a predetermined potential. By contrast, step 53 teaches away from 
entry into a test mode, when the received input voltage is below than the first high-level 
voltage. 
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Hence, Adkins neither expressly nor inherently discloses the invention recited in 
claim 1 . 

Further, claim 10 recites that the semiconductor device of claim 1 further 
comprises: 

-a memory array including a plurality of memory cells arranged in a matrix; 

-a row selecting circuit for selecting a row of the memory cells in accordance with 
an address signal; and 

-a column selecting circuit for selecting a column of the memory cells in 
accordance with the address signal. 

The claim specifies that the test mode output circuit has a gate circuit for 
decoding the address signal and outputting the test mode signal when the test entry signal 
is activated. 

The Examiner admits that Adkins does not disclose row selecting circuit and a 
column selecting circuit operating in accordance with the address signal. However, he 
takes the position that col. 2, lines 38-41 of the reference discloses the claimed gate 
circuit for decoding this address signal and outputting the test mode signal when the test 
entry signal is activated. 

It is respectfully submitted that Adkins does not disclose the claimed structure. 
Instead, the reference discloses that the interface control circuit 1 6 allows test data or 
address information to enter into integrated circuit 10 for functional verification. 

Hence, Adkins does not expressly disclose that the interface control circuit 1 6 
decodes the address signal and outputs the test mode signal when the test entry signal is 
activated, as claim 10 requires. 
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Moreover, the reference provides no reasons to conclude that the interface control 
circuit 1 6 necessarily decodes the address signal, or outputs the test mode signal when the 
test entry signal is activated. 

Accordingly, Adkins neither expressly nor inherently discloses the structure 
recited in claim 10. 

Applicant, therefore, respectfully submits that the rejection of claims 1 and 10 
under 35 U.S.C. § 102 as anticipated by Adkins is untenable and should be withdrawn. 

In view of the foregoing, and in summary, claims 1-10 are considered to be in 
condition for allowance. Favorable reconsideration of this application, as amended, is 
respectfully requested. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 
is hereby made. Please charge any shortage in fees due in connection with the filing of 
this paper, including extension of time fees, to Deposit Account 500417 and please credit 
any excess fees to such deposit account. 
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Respectfully submitted, 



MCDERMOTT WILL & EMERY LLP 
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